United States Patent and Trademark Office 


UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 


APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/770,139 


02/02/2004 


John P. Downs 


22922 7590 03/30/2007 

reinhart boerner van deuren s.c. 

attn: linda kasulke, docket coordinator 

1000 north water street 

SUITE 2100 

MILWAUKEE, WI 53202 


5398-CIP-CON-3 


9662 


EXAMINER 


AHMAD, NASSER 


ART UNIT 


PAPER NUMBER 


1772 


SHORTENED STATUTORY PERIOD OF RESPONSE 


MAIL DATE 


DELIVERY MODE 


3 MONTHS 03/30/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 


PTOL-90A (Rev. 10/06) 


c 


Office Action Summary 

Application No. 

10/770,139 

Applicant(s) 

DOWNS, JOHN P. 

Examiner 

Nasser Ahmad 

Art Unit 

1772 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address 


Period for Reply 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on 
1/9/2007 has been entered. 

Rejections Withdrawn 

2. Claims 1 , 3-4, 6-7, 9-1 1,14-16 and 18-22 rejected under 35 USC 102(b) as 
being anticipated by Torrey made in the Office Action of May 23, 2005 has been 
withdrawn in view of the amendment filed on 12/22/2006. 

3. Claims 1 , 3-7, 9-1 6 and 1 8-22 rejected under 35 USC 1 03(a) as being 
unpatentable over Torrey has been withdrawn in view of the amendment. 

Response to Arguments 

4. Applicant's arguments with respect to claims 1 , 3, 5, 7, 9-14, 16 and 20 have 
been considered but are moot in view of the new ground(s) of rejection. 


Claim Rejections - 35 USC § 103 
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5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1, 3, 5, 7, 9-14, 16 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Torrey (3741786). 

Torrey relates to an adhesive dispensing tape (10) comprising a flexible carrier tape 
(12) having a transverse width, a row of adhesive segments (14) spaced apart along the 
longitudinal length of the tape and transversely in side-by-side relation, each segments 
being disposed between the two side edges, and can be transferred by flexing the tape. 
The adhesive is pressure sensitive adhesive (PSA) (col. 3, line 30) and applied to the 
carrier in a hot melt form, hence it includes hot melt adhesive. The carrier tape is 
provided with first and second release surfaces such that the adhesive segments 
adhere less strongly to the second release surface when unwound from a roll (col. 2, 
lines 8-12 and col. 3, lines 5-12). The adhesive segments are centered along the 
transverse width of the tape to form a longitudinally straight line as shown in figure-1 . 
The segments can be of any shape such as dots, bars, star, triangle, etc. or any pattern 
without any criticality (col. 3, lines 57-68). The dot shape would exhibit circular 
configuration. The transverse position of each segment is distinct as shown by their 
separate position along the tape length. In col. 6, lines 32-37, Torrey teaches that any 
portion of the adhesive can be transferred from the carrier tape to a substrate, thereby 
indicating that each adhesive segments is individually exposable to an abutting planar 
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surface when the carrier tape is transversely flexed. Further, figure-1 shows that the 
each of the tape edge is at least equal to the adhesive segments. However, Torrey fails 
to teach that the adhesive segments are aligned in sided-by-side relation. It would have 
been obvious to one having ordinary skill in the art to modify torrey by providing the 
adhesive segments as aligned in side-by-side relation at transversely separated 
locations, since such a modification would have involved a mere change in the pattern 
or design of the adhesive segments in the longitudinal segments of the carrier tape, as 
such a change in pattern provides for aesthetic appeal. 

For claim 5, Torrey clearly discusses that the shape of the adhesive segments are not 
critical and it can have any desired shape. Thus, it would have been obvious to one 
having ordinary skill in the art to modify Torrey by providing its adhesive segments in a 
disc shape, since such a modification would have involved a mere change in the shape 
of a component. A change in shape is generally recognized as being with the level of 
ordinary skill in the art. In re Dailey, 149 USPQ47 (CCPA 1976). 


Response to Arguments 

7. Applicant's arguments filed 12/22/2006 have been fully considered but they are 
not persuasive. 

Applicant's argument of the 35 USC 1 02(b) rejection over Torrey is moot in view of the 
withdrawl of said rejection. 
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Responding to applicant's arguments that Torrey fails to discloses that a plurality of 
adhesive segments are disposed non-contiguously spaced apart are aligned in column 
extending along the length, applicant is directed to fugire-1 which clearly shows said 
feature. 

As for the argument that the adhesive segments are also aligned in side-by-side relation 
transversely, applicant is directed to figure-1 which shows side-by-side relation 
transversely positioned adhesive segments. For the segments to be aligned, it has been 
explained hereinbefore, that such a change is deemed to be an obvious design choice 
modification in pattern, which is directed to aesthetic appeal. 

Regarding the spacing along the tape edge providing a margin, applicant should note 
that figure-1 shows the margin which is at least equal to the adhesive segment. 
For applicant's argument that Torrey' s adhesive segments are not dispensed 
individually, applicant is directed to col. 6, lines 32-37, wherein Torrey teaches that any 
portion of the adhesive can be transferred from the carrier tape to a substrate, thereby 
indicating that each adhesive segments is individually exposable to an abutting planar 
surface when the carrier tape is transversely flexed. Further,Torrey states that the 
pattern of the adhesive segments are not critical, any pattern would have been obvious 
matter of design choice. 

Thus, in the absence of any evidence to the contrary, it remains the examiner's position 
that the claimed invention is anticipated or rendered obvious over the prior art of record 
discussed above. 
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Conclusion 


Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nasser Ahmad whose telephone number is 571-272- 
1487. The examiner can normally be reached on 7:30 AM to 5:00 PM, and on alternate 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on 571-272-1498. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 


Nasser Ahmad ^ / ^7 
Primary Examiner ' 
Art Unit 1772 



N. Ahmad. 
March 27, 2007. 


